Procedures of Examination as to Substance (一)

1. Introduction
The examination as to substance here refers to the examination for the application for Chinese patent for Invention. In case of day examination as to substance for the international application entering the national phase of China, where there are stipulations in Chapter 2, Pan III of the Guidelines—"Examination as to Substance for the International Application Entering National Phases of China”, the examination shall be performed according to those stipulations. Where there are no relevant stipulations, the contents of this Chapter shall apply. The Patent office shall perform the examination as to its substance for the application for a patent for invention in accordance with the provisions of Art.35 of the Patent Law. The purpose of the examination as to substance is to determine whether or not the patent right shall be granted for an application for a patent for invention, especially whether or not the application conform to the requirements of “novelty, inventiveness and practice applicability” that the Patent Law provides. In accordance with the provisions of Art.35.1 of the Patent Law, the procedures of examination as to substance generally begin upon the request of the applicant. However, in accordance with Art.35.2 of the Patent Law, the Patent Office may begin such examination as to its substance upon its own initiative. In accordance with Art.39 of the Patent Law, if , after the examination as to substance, after the applicant has made observations or amendments, if the Patent Office finds that the applications for a patent for invention still does not conform to the provisions of the Patent Law, i.e., the application falls into the scope described in Rule 53 of the Regulations, the application shall be rejected. In accordance with Art.32 of the Patent Law, an applicant may withdraw his/its application for a patent at any time before the patent right is granted. Furthermore, the other circumstances under which an application for a patent shall be deemed to have been withdrawn during the examination as to substance are described in Art.36.2, Art.37 of the Parent Law end Rule 42.2 of the Regulations.

      This Chapter primarily involves the procedures and basic principles of the examination as to substance; verification of application documents and preparation of examination as to substance; examination as to substance (Including formation and requirements of the first Office Action, continuation of examination, etc.) ; response and amendments ;decision of rejection and notification to grant the patent right; termination, suspension and restoration of the procedures of the examination as to substance; interlocutory examination and the continuation of examination after reexamination, etc.

2. Procedures and Basis Principles of Examination as to Substance
2.1 Outline of Procedures of examination as to Substance

The procedures of the examination as to substance begin when the department of examination as to substance receives the application file from the File Procedure Administration Department. They terminate upon the notification to grant the patent right or that the patent application has been deemed to have been withdrawn, or the Patent Office has issued a decision to reject the application and the rejection as taken effect; or the applicant has withdraw the application.

The following acts may occur during the examination as to substance: 
⑴ After the examiner makes the examination as to substance of an application for a patent for invention, if he/she finds that the application does not conform to the provisions of the Patent Las and its Regulations, the examiner shall notify the applicant and request him/it to submit, within a specified time limit, his/its observations of, where necessary, to amend the application. The process for an examiner to issue the Office Action (including the notification to make divisional application) and the applicant to make response may be repeated for several times before the patent right is granted to the application or the application is rejected or withdrawn or deemed to have been withdrawn.
⑵ After examination as to substance, if the examiner finds that there is no cause for rejecting an application for a patent for invention, or after the applicant makes observations or amendments that overcome all of the defects, the examiner shall issue a notification to grant the patent right.
⑶ Where, after the applicant makes observations or amendments, the examiner finds that the defect of an application for a parent for invention, that does not conform to the provisions of Rule 53 of the Regulations, has not been overcome, the examiner shall reject the application.             
⑷ If the applicant has not made the response to the Office Action, a notification to make divisional application or to submit information within the time limit without any justified reason, the Patent Office shall issue a notification that the application is deemed to have been withdrawn, furthermore, where necessary, the examiner may have interview, discussion by telephone or investigation on site during the examination as to its substance.

2.2 Basic Principles of the Procedures of Examination as to Substance 
⑴ Principle of Request

The procedures of the examination as to substance shall begin upon the request of the applicant unless the Patent Law or its Regulations stipulates otherwise. The examiner shall perform the examination according to the application documents (including the documents submitted when the application was filed, the amendment was legally made or the applicant responds the Office Action) that the applicant duly submitted according to the law.
⑵ Principle of Hearings

During the examination as to substance, the examiner shall provide the applicant at least one opportunity to make observations and/ or amendments to the application documents to oppose the reason and evidence for rejection before the decision of rejection of the application is made. That means, the reason and evidence for rejection mentioned in such decision shall be notified to the applicant before the examiner makes a decision of rejection.
⑶ Principle of Procedural Economy

During the examination as to its substance of an application for a patent fro invention, the examiner shall conduct the procedures as expeditiously as possible. In other words, the examiner shall conclude the examination as early as possible. To reach this purpose, the examiner shall include all of the defects of the application, which does not conform to the Patent Law and its Regulations, in the first Office Action with the exception of that application is affirmed having no prospect of being granted patent right. And the examiner shall invite the applicant to respond all of the issues before a prescribed due date. The correspondence between the examiner and the applicant shall be reduced to a minimum number to save time. However, the examiner shall not violate the principle of request and the principle of hearings in order to save time.

